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DETAILED ACTION 

Claims 1-4 9 are currently presented and have been examined. 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 3 5 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 9, 14-19, 30-31, 41, and 43 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim (s) contains subject matter 
which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the 
invention. 

Claim 9 recites the limitation "... prior to [the] second 
client initially accessing said website, said second client 
registers with said website..." This limitation is not described 
in the specification in order to enable one of ordinary skill in 
the art to make and/or use the invention. 

Claims 14-19 recite the limitation "default file transfer 
interface". This limitation is not described in the 
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specification in order to enable one of ordinary skill in the 
art to make and/or use the invention. 

Claims 30 and 31 recite the limitation "return link". This 
limitation is not described in the specification in order to 
enable one of ordinary skill in the art to make and/or use the 
invention. 

Claims 41 and 43 recite the limitation "interface of [a] 
client software". This limitation is not described in the 
specification in order to enable one of ordinary skill in the 
art to make and/or use the invention. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 1-39 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the limitation "... wherein [the] ■ first 
client issues [the] instructions via a website for accessing 
[the] server." It is not clear as to where the website exists. 
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In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret this limitation wherein the website 
exists on the server. See, e.g., Ex parte Ionescu, 222 USPQ 537 
(Bd. App. 1984) and MPEP 2173.06. 

Claim 2 recites the limitation "...first embedded client 
software for uploading said file is automatically downloaded to 
[the] first client." It is not clear as to where the file to be 
automatically downloaded originates. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret this limitation wherein the file 
originates from the server. See, e.g., Ex parte Ionescu, 
222 USPQ 537 (Bd. App. 1984) and MPEP 2173.06. 

Claim 4 recites the limitation "issuing second instructions 
to for notifying a second client...". It is not clear as to 
where the second instructions are issued from and wherein the 
second instructions are issued to. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret this limitation wherein the server 
notifies the second client. See, e.g., Ex parte Ionescu, 
222 USPQ 537 (Bd. App. 1984) and MPEP 2173.06. 
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Claim 5 recites the limitation "...wherein [the] second 
instructions are forwarded to [the] server via a third client". 
It is not clear as to how the third client is functionally 
involved in the steps of the claimed method, specifically how 
the third client acquires the second instructions to be 
forwarded to the server. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret the limitation wherein the second 
instructions are forwarded to the server via the first client. 
See, e.g., Ex parte lonescu, 222 USPQ 537 (Bd. App . 1984) and 
MPEP 2173 . 06 . 

Claim 9 recites the limitation "issuing second instructions 
for transferring [the] file to a second server". It is not clear 
as to where the second instructions are issued from and where 
the file to be transferred is transferred from and where the 
file is to be transferred. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret the limitation as the second 
instructions are issued from the first client and the file is 
transferred from a second server to the second client. See, 
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e.g., Ex parte Ionescu, 222 USPQ 537 (Bd. App. 1984) and MPEP 
2173.06. 

Claim 10 recites the limitation "...issuing second 
instructions for transferring said file to a second server". It 
is not clear as to how the second server is functionally 
involved in the steps of the claimed invention since the claimed 
second server does not functionally operate upon the received 
second instructions . 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret the limitation wherein the second 
instructions are issued to the first server. See, e.g., Ex parte 
Ionescu, 222 USPQ 537 (Bd. App. 1984) and MPEP 2173.06. 

Claim 13 recites the limitation "...prior to second client 
initially accessing said website, said second client registers 
with said website creating a second account for said second 
client". It is not clear as to how the second client registers 
with said website before initially accessing the web site. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret the limitation as the second client 
registers with the website prior to accessing the website in 
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order to receive a file. See, e.g., Ex parte Ionescu, 222 USPQ 
537 (Bd. App. 1984) and MPEP 2173.06. 

Claim 20 recites the limitation "said second client 
software monitors the status of said second account to determine 
if a file is available for downloading from said server." In 
view of claim 4, which depends from claim 20, it is not clear as 
to how the client receives notification that a file is available 
since the monitoring of the status of a second account and 
receiving second instructions both notify the client and appear 
to the Examiner to be mutually exclusive to one another for the 
purposes of notifying. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will interpret the limitation as the second client 
monitoring the status of the second client's account in lieu of 
receiving the second instructions. See, e.g., Ex parte Ionescu, 
222 USPQ 537 (Bd. App. 1984) and MPEP 2173.06. 

Claims 30 and 31 recite the limitation "said second 
webpage". There is insufficient antecedent basis for this 
limitation in the claim. 

In order to avoid piecemeal examination and to give the 
Applicant a better appreciation for relevant prior art, the 
Examiner will assume that claims 3 0 and 31 depend from claim 2 9 
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which would provide sufficient antecedent basis from the claim. 
See, e.g., Ex parte Ionescu t 222 USPQ 537 (Bd. App. 1984) and 
MPEP 2173 .06. 

Claim Interpretation 

The Applicant has not provided a clear definition for the 
terms "return link", "default file transfer interface", 
"interface of [a] client software" recited in claims 14-19, 30- 
31, and 41, and 43 within the specification. Therefore, the 
Examiner will interpret these elements by their plain meaning as 
if the terms were interpreted by one of ordinary skill in the 
art. See MPEP § 2111.01. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

1. Claims 1-3, 10-12, 14-16, and 32 are rejected under 35 
U.S.C. 102(a) as being anticipated by "Filesanywhere Getting 
Started Guide" ("Getting Started") . 
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Regarding claim 1, "Getting Started" discloses a method of 
securely transferring a file from a first client to a second 
client comprising issuing instructions from said first client to 
a server for transferring a file from said server to said second 
client, wherein said first client issues said instructions via a 
website for accessing said server, (page 4, "Sending Files to 
other Filesanywhere Users or Email Users", specifically "First 
select a remote file on the left you wish to send. Click Send 
Files to view the sending options ... E-Send any remote file or 
local file to other FilesAnywhere users.") 

Regarding claim 2, "Getting Started" discloses the method 
according to claim 1, wherein prior to issuing said 
instructions, said method includes issuing initial instructions 
for uploading said file from said first client to said server 
and wherein upon said first client initially accessing said 
website, first embedded client software for uploading said file 
is automatically downloaded to said first client, (page 1, 
"Login to FilesAnywhere. You will see the Main View"; page 3, 
"Uploading Files to Your FilesAnywhere Drive... When done 
choosing local files, press the "Upload" button to transfer 
copies of the files you chose to the FilesAnywhere remote 
folder. . .") 
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Regarding claim 3, "Getting Started" discloses the method 
according to claim 2, wherein said initial instructions are 
issued if said file does not exist on said server, (page 3, 
"Uploading Files to Your FilesAnywhere Drive... When done 
choosing local files, press the "Upload" button to transfer 
copies of the files you chose to the FilesAnywhere remote 
folder. . .") 

Regarding claim 10, "Getting Started" discloses the method 
according to claim 1, further comprising issuing second 
instructions for transferring said file to a second server, 
(page 3, "Uploading Files to Your FilesAnywhere Drive... When 
done choosing local files, press the "Upload" button to transfer 
copies of the files you chose to the FilesAnywhere remote 
folder. . .") 

Regarding claim 11, "Getting Started" discloses the method 
according to claim 1, wherein either or both of said first 
client and said second client comprises a computer, (page 2, 
specifically "Follow these steps to copy files from any local 
computer you are using...") 

Regarding claim 12, "Getting Started" discloses the method 
according to claim 1, wherein prior to issuing said 
instructions, said first client registers with said server 
website creating a first account for said first client, (page 1, 
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"Create a New Account ... You' 11 be online using FilesAnywhere in 
just a couple of minutes.") 

Regarding claim 14, "Getting Started" discloses the method 
according to claim 2, wherein said first client specifies a 
default file transfer interface, (page 2, "Main View") 

Regarding claim 15, "Getting Started" discloses the method 
according to claim 14, wherein said default file transfer 
interface comprises a network-based interface, (page 2, "Main 
View") 

Regarding claim 16, "Getting Started" discloses the method 
according to claim 14, wherein said default file transfer 
interface comprises a resident interface of said first client 
software, (page 2, "Main View") 

Regarding claim 32, "Getting Started" discloses the method 
according to claim 1, wherein software resident on said server 
tracks said file transfer, (page 3, specifically "The 
^Uploading' progress page appears and will remain open until the 
file transfer is completed...") 

2. Claim 1 is rejected under 35 U.S.C. 102(b) as being 
anticipated by "Hotmail Frequently Asked Questions" ("Hotmail") . 

Regarding claim 1, "Hotmail" discloses a method of securely 
transferring a file from a first client to a second client 
comprising issuing instructions from said first client to a 
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server for transferring a file from said server to said second 
client, wherein said first client issues said instructions via a 
website for accessing said server, (page 1, specifically 
"Sending and receiving Email using Hotmail is as easy as 
browsing to the Hotmail Web site (http : //207 . 82 . 250 . 8) , logging 
on and sending an Email message") 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 
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This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 3 5 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

3. Claims 4-9, 13, 17-22, 25, 28-31, 40-43, and 46-49 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over 
"Getting Started" in view of "Introducing Filesanywhere" 
("Filesanywhere") . 

Regarding claim 4, "Getting Started" discloses the method 
according to claim 1. 

"Getting Started" does not expressly disclose further 
comprising issuing second instructions to for notifying said 
second client that said file is available for downloading from 
said server, however, "Filesanywhere" does disclose these 
limitations (pages 4 and 5, "What Else Can I Do Beyond Saving 
and Opening Files?", specifically "Custom E-Send messages can 
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accompany files and these appear in a user's Inbox, just like 
Email") (see also in "Getting Started", page 2, "Filesanywhere 
Main View", specifically "Remote File Folders" and "Inbox") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references because one of ordinary skill in the art 
would have been motivated to combine the teachings of the 
references based on the specific references to each other 
regarding the "Filesanywhere" invention, which would also lead 
one of ordinary skill in the art to reasonably expect a 
successful combination of the teachings of the references. 

Regarding claim 5, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 4. 

"Getting Started" does not disclose wherein said second 
instructions are forwarded to said server via a third client, 
however, "Filesanywhere" does disclose this limitation (page 5, 
specifically "Now you can use E-Link to email your friends a 
temporary URL link to your saved files at FilesAnywhere . ") . 

Claim 5 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 5. 

Regarding claim 6, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 5. 
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"Getting Started" discloses wherein said third client 
comprises any one of a desktop computer, a laptop computer, a 
phone, and a wireless device, (page 2, specifically "Follow 
these steps to copy files from any local computer you are 
using . . . ") 

Regarding claim 7 , "Getting Started" and "Filesanywhere" 
disclose the method according to claim 4. 

"Getting Started" does not disclose wherein said notifying 
comprises at least one of a visual indicator, a audio indicator, 
and/or an email message, however, "Filesanywhere" does disclose 
this limitation (page 5, specifically "Now you can use E-Link to 
email your friends a temporary URL link to your saved files at 
FilesAnywhere . ") . 

Claim 7 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 7. 

Regarding claim 8, "Getting Started" and "Filesanywhere" 
discloses the method according to claim 4. 

"Getting Started" does not expressly disclose further 
comprising downloading said file to said second client, however, 
"Filesanywhere" does disclose this limitation (page 5, 
specifically "They simply click on the e-Link displayed within 
the body of the email message to start the download") . 
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Claim 5 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 5. 

•Regarding claim 9, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 8. 

"Getting Started" discloses the method further comprising 
automatically downloading second embedded client software upon 
said second client initially accessing said website, (page 1, 
"Login to FilesAnywhere . You will see the Main View") 

Regarding claim 13, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 9. 

"Getting Started" discloses wherein prior to said second 
client initially accessing said website, said second client 
registers with said website creating a second account for said 
second client. (page 1, "Create a New Account ... You' 11 be 
online using FileAnywhere in just a couple of minutes.") 

Regarding claim 17, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 13. 

"Getting Started" discloses wherein said second client 
specifies a default file transfer interface, (page 2, "Main 
View") 

Regarding claim 18, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 17. 



Application/Control Number: 09/930,812 Page 17 

Art Unit: 2143 

"Getting Started" discloses wherein said default file 
transfer interface comprises a network-based interface, (page 2, 
"Main View") 

Regarding claim 19, "Getting Started" and "Filesanywhere" 
discloses the method according to claim 17. 

"Getting Started" discloses wherein said default file 
transfer interface comprises a resident interface of said second 
client software, (page 2, "Main View") 

Regarding claim 20, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 19. 

"Getting Started" does not expressly disclose wherein said 
second client software monitors the status of said second 
account to determine if a file is available for downloading from 
said server, however, "Getting Started" does disclose the second 
client software which indicates the status of the second account 
(page 2, "Main View", specifically "Remote File Folders" and 
"Inbox") 

"Filesanywhere" discloses wherein said second client 
software monitors the status of said second account to determine 
if a file is available for downloading from said server, (pages 
4 and 5, "What Else Can I Do Beyond Saving and Opening Files?", 
specifically "Custom E-Send messages can accompany files and 
these appear in a user's Inbox, just like Email") 
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Claim 20 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 20. 

Regarding claim 21, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 20. 

"Getting Started" does not expressly disclose wherein said 
second client software indicates that a file is available for 
transfer to said second client from said server, however, 
however, "Getting Started" does disclose the second client 
software which indicates the status of the second account, (page 
2, "Main View", specifically "Remote File Folders" and "Inbox") 
"Filesanywhere" does disclose wherein said second client 
software indicates that a file is available for transfer to said 
second client from said server, (pages 4 and 5, "What Else Can I 
Do Beyond Saving and Opening Files?", specifically "Custom E- 
Send messages can accompany files and these appear in a user's 
Inbox, just like Email") 

Claim 21 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 21. 

Regarding claim 22, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 21. 

"Getting Started" does not expressly disclose wherein said 
second client software indicates by at least one of a visual 
indicator, an audio indicator, a vibratory indicator, and/or an 
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email message, however, however, "Getting Started" does disclose 
the second client software which indicates the status of the 
second account, (page 2, "Main View", specifically "Remote File 
Folders" and "Inbox") 

"Filesanywhere" discloses wherein said second client 
software indicates by at least one of a visual indicator, an 
audio indicator, a vibratory indicator, (pages 4 and 5, "What 
Else Can I Do Beyond Saving and Opening Files?", specifically 
"Custom E-Send messages can accompany files and these appear in 
a user's Inbox, just like Email") 

Claim 22 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 22 . 

Regarding claim 25, "Getting Started" discloses the method 
according to claim 1<. 

"Getting Started" does not expressly disclose wherein 
communications between said first client and said server and/or 
between said second client and said server and/or between said 
server and a second server are encrypted, however, 
"FilesAnywhere" does disclose this limitation (page 6, 
specifically "We do offer a special SSL login and file transfer 
service which provides highly encrypted logins and file 
transfers . ") . 
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Claim 25 is rejected since the motivations regarding the 
obviousness of claim 4 also apply to claim 25. 

Regarding claim 28, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 22. 

"Getting Started" and "Filesanywhere" do not expressly 
disclose wherein said email message includes a first link to a 
webpage of said server, however, "Filesanywhere" does disclose 
wherein said email message includes a first link to a file at 
the server (page 5, specifically "Now you can use e-Link to 
email your friends a temporary URL link to your saved files at 
FilesAnywhere) . 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the teachings 
of these references since "Filesanywhere" suggests that a link 
may be used to access the server (page 5, specifically "Now you 
can use e-Link to email your friends a temporary URL link to 
your saved files at FilesAnywhere ... they simply click on the e- 
Link displayed within the body of the email message to start the 
download."). In view of these teachings and suggestions and 
wherein accessing a website at a server using a link is within 
the knowledge of one of ordinary skill in the art, one of 
ordinary skill would have found it obvious to modify the 
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references so that the link in the email is used to access a 
webpage in order to access the server. 

Regarding claim 29, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 28. 

"Getting Started" and "Filesanywhere" do not expressly 
disclose wherein said webpage includes a second link to a second 
webpage for downloading said file, however, "Filesanywhere" 
discloses wherein a link to a file causes the file to be 
downloaded (page 5, specifically "Now you can use e-Link to 
email your friends a temporary URL link to your saved files at 
FilesAnywhere . . . they simply click on the e-Link displayed within 
the body of the email message to start the download."). 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the teachings 
of these references since "Filesanywhere" suggests that a link 
may be used to access the server in order to download a file 
(page 5, specifically "Now you can use e-Link to email your 
friends a temporary URL link to your saved files at 
FilesAnywhere ... they simply click on the e-Link displayed within 
the body of the email message to start the download.") . In view 
of these suggestions and teachings shown above and wherein 
accessing a website at a server using a link to download a file 
is within the knowledge of one of ordinary skill in the art, one 
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of ordinary skill would have found it obvious to modify the 
references so that a second link in a webpage linked by the 
first link would be used to access a webpage in order to 
download a file. 

Regarding claim 30, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 29, as assumed by the 
Examiner above . 

"Getting Started" and "Filesanywhere" do not expressly 
disclose wherein said second webpage includes a return link for 
uploading said downloaded file to said server, however, "Getting 
Started" does disclose wherein a webpage includes a return link 
for uploading a downloaded file to said server (page 2, "Main 
View", specifically "Upload Local File"; page 3, the section 
"Uploading Files to Your FilesAnywhere Drive", specifically 
"First press the top "Browse" button") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the teachings 
of these references since "Getting Started" suggests that a 
webpage may be used includes a return link for uploading said 
downloaded file to said server. In view of these suggestions and 
teachings shown above and wherein accessing a website at a 
server using a link to download a file is within the knowledge 
of one of ordinary skill in the art, one of ordinary skill would 
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have found it obvious to modify the references so the second 
webpage includes a return link for uploading the downloaded file 
to the server to allow the second client to upload the 
downloaded file . 

Regarding claim 31, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 29, as assumed by the 
Examiner. 

"Getting Started" and "Filesanywhere" do not expressly 
disclose wherein said second webpage includes a return link for 
returning said downloaded file to said first client, however, 
"Getting Started" does disclose wherein a webpage includes a 
return link for returning a downloaded file to the first client 
(page 2, "Main View", specifically "Upload Local File"; page 3, 
the section "Uploading Files to Your FilesAnywhere Drive", 
specifically "First press the top "Browse" button"; page 4, 
"Sending Files to other FilesAnywhere Users or Email Users", 
specifically "First select a remote file on the left you wish to 
send...") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the teachings 
of these references since "Getting Started" suggests that a 
webpage may be used includes a return link for returning a 
downloaded file to the first client. In view of these 
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suggestions and teachings shown above and wherein accessing a 
website at a server using a link to download a file is within 
the knowledge of one of ordinary skill in the art, one of 
ordinary skill would have found it obvious to modify the 
references so the second webpage includes a return link for 
returning the downloaded file to the first client to allow the 
second client to return the downloaded file to the first client. 

Regarding claim 40, "Getting Started" discloses a method of 
transferring a file from a first client to a second client 
comprising : 

issuing first instructions from said first client to 
register an account with a server via a website for transferring 
a file said second client, wherein said first client includes a 
web browser for accessing said website; (page 1, "Create a New 
Account ... You' 11 be online using FilesAnywhere in just a couple 
of minutes.") and 

issuing second instructions for uploading said file to said 
server via said website and wherein upon said first client 
initially accessing said website, embedded client software for 
uploading said file is automatically downloaded to said first 
client; (page 1, "Login to FilesAnywhere. You will see the Main 
View"; page 3, "Uploading Files to Your FilesAnywhere 
Drive... When done choosing local files, press the "Upload" 
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button to transfer copies of the files you chose to the 
FilesAnywhere remote f older... ") 

"Getting Started" does not expressly disclose notifying 
said second client that said file is available for downloading 
from said website or connecting said second client to said 
server via said website for downloading said file, wherein said 
second client includes a web browser for accessing said website 
and downloading said file, however, "Filesanywhere" does 
disclose these limitations (pages 4 and 5, "What Else Can I Do 
Beyond Saving and Opening Files?", specifically "Custom E-Send 
messages can accompany files and these appear in a user's Inbox, 
just like Email") (see also in "Getting Started", page 2, 
"Filesanywhere Main View", specifically "Remote File Folders" 
and "Inbox") (page 5, specifically "They simply click on the e- 
Link displayed within the body of the email message to start the 
download") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references because one of ordinary skill in the art 
would have been motivated to combine the teachings of the 
references based on the specific references to each other 
regarding the "Filesanywhere" invention, which would also lead 
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one of ordinary skill in the art to reasonably expect a 
successful combination of the teachings of the references. 

Claims 46 and 48 are also rejected since claims 46 and 48 
recite a system and computer executable instructions on a 
computer readable media that contain substantially the same 
limitations as recited in claim 40. 

Regarding claim 41, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 40. 

"Getting Started" discloses wherein subsequent access to 
said server by said first client is through an interface of said 
client software, (page 2, "Main View") 

Regarding claim 42, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 40. 

"Getting Started" does not expressly disclose wherein upon 
said second client initially accessing said website, embedded 
second client software for downloading said file is 
automatically downloaded to said second client, however, 
"Filesanywhere" does disclose this limitation (page 1, "Login to 
FilesAnywhere . You will see the Main View"). 

Claim 42 is rejected since the motivations regarding the 
obviousness of claim 40 also apply to claim 42. 

Regarding claim 43, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 42. 
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"Getting Started" discloses wherein subsequent access to 
said server by said second client is through an interface of 
said second client software, (page 2, the element "Main View") 

Claims 47 and 49 are also rejected since claims 47 and 49 
recite a system and computer executable instructions on a 
computer readable media that contain substantially the same 
limitations as recited in claim 9. 

1. Claims 26, 27, 33-36, and 44 are rejected under 35 U.S.C. 
103(a) as being unpatentable over "Getting Started" in view of 
Official Notice. 

Regarding claim 26, "Getting Started" discloses the method 
according to claim 1. 

"Getting Started" discloses wherein software resident in 
said server logs said issued instructions for transferring said 
file, (page 4, "Sending Files to other Filesanywhere Users or 
Email Users", specifically "First select a remote file on .the 
left you wish to send. Click Send Files to view the sending 
options . . . ") 

"Getting Started" does not expressly disclose logging said 
issued instructions into a database. 

Examiner takes Official Notice (see MPEP § 2144.03) that 
using a database to store information in a server was well known 
in the art at the time the invention was made. The Applicant is 
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entitled to traverse any/all official notice taken in this 
action according to MPEP § 2144.03, namely, "if applicant 
traverses such an assertion, the examiner should cite a 
reference in support of his or her position". However, MPEP § 
2144.03 further states "See also In re Boon, 439 F.2d 724, 169 
USPQ 231 (CCPA 1971) (a challenge to the taking of judicial 
notice must contain adequate information or argument to create 
on its face a reasonable doubt regarding the circumstances 
justifying the judicial notice). 1 ' Specifically, In re Boon, 169 
USPQ 231, 234 states "as we held in Ahlert, an applicant must be 
given the opportunity to challenge either the correctness of the 
fact asserted or the notoriety or repute of the reference cited 
in support of the assertion. We did not mean to imply by this 
statement that a bald challenge, with nothing more, would be all 
that was needed". Further note that 37 CFR § 1.671(c) (3) states 
"Judicial notice means official notice". Thus, a traversal by 
the Applicant that is merely "a bald challenge, with nothing 
more" will be given very little weight. 

Regarding claim 27, "Getting Started" discloses the method 
according to claim 1. 

"Getting Started" does not expressly disclose wherein said 
file is transferred from said first client to said server and/or 
from said server to said second client and/or from said server 
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to a second server via TCP/IP protocol, however, "Getting 
Started" does disclose wherein the file is transferred via the 
Internet (page 1, specifically "Now you can really leverage the 
Internet to store your own files... and send big files to others 
over the Web) . 

Examiner takes Official Notice (see MPEP § 2144.03) that 
transferring a file using the TCP/IP protocol in an Internet 
system was well known in the art at the time the invention was 
made. The Applicant is entitled to traverse any/all official 
notice taken in this action according to MPEP § 214 4.03, namely, 
"if applicant traverses such an assertion, the examiner should 
cite a reference in support of his or her position" . However, 
MPEP § 2144.03 further states "See also In re Boon, 439 F.2d 
724, 169 USPQ 231 (CCPA 1971) (a challenge to the taking of 
judicial notice must contain adequate information or argument to 
create on its face a reasonable doubt regarding the 
circumstances justifying the judicial notice)." Specifically, 
In re Boon, 169 USPQ 231, 234 states "as we held in Ahlert, an 
applicant must be given the opportunity to challenge either the 
correctness of the fact asserted or the notoriety or repute of 
the reference cited in support of the assertion. We did not 
mean to imply by this statement that a bald challenge, with 
nothing more, would be all that was needed". Further note that 
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37 CFR § 1.671(c)(3) states "Judicial notice means official 
notice". Thus, a traversal by the Applicant that is merely "a 
bald challenge, with nothing more" will be given very little 
weight . 

Regarding claim 33, "Getting Started" and Official Notice 
disclose the method according to claim 26. 

"Getting Started" does not expressly disclose wherein said 
database includes at least one of account information, file 
package information, second client addresses, server site 
information, server list information, upload information and 
download information, however, "Getting Started" does disclose 
wherein said server store includes at least one of account 
information, file package information, second client addresses, 
server site information, server list information, upload 
information and download information, (page 2, "Main View", 
specifically "Remote File Folders" including filenames such as 
^HomePage . zip' and "User Profile") 

Claim 33 is rejected since the motivations regarding the 
obviousness of claim 26 also apply to claim 33. 

Regarding claim 34, "Getting Started" and Official Notice 
discloses the method according to claim 26. 

"Getting Started" discloses wherein said first client may 
display and/or query said database for information related to 
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specific file transfers, (page 3, specifically "The 'Uploading' 
progress page appears and will remain open until the file 
transfer is completed...") 

Regarding claim 35, "Getting Started" and Official Notice 
disclose the method according to claim 26. 

"Getting Started" does not expressly disclose wherein 
information related to file transfers are recorded and stored in 
said database via a file identification of said file, however, 
"Getting Started" does disclose wherein information related to 
file transfers are recorded and stored via a file identification 
of said file, (page 2, "Main View", specifically "Remote File 
Folders" including filenames such as ^HomePage . zip' ; page 4, 
"Sending Files to other Filesanywhere Users or Email Users", 
specifically "First select a remote file on the left you wish to 
send. Click Send Files to view the sending options. You will 
need the FilesAnywhere USERNAME of the intended recipient.") 

Claim 3 5 is rejected since the motivations regarding the 
obviousness of claim 26 also apply to claim 35. 

Regarding claim 36, "Getting Started" and Official Notice 
disclose the method according to claim 35. 

"Getting Started" discloses wherein said file 
identification comprises at least one of a first client 
identification, a second client identification, file package 
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information, a server site identification, and a download 
identification, (page 2, "Main View", specifically "Remote File 
Folders" including filenames such as "HomePage . zip' ; page 4, 
"Sending Files to other Filesanywhere Users or Email Users", 
specifically "First select a remote file on the left you wish to 
send. Click Send Files to view the sending options. You will 
need the FilesAnywhere USERNAME of the intended recipient.") 

Regarding claim 44, "Getting Started" discloses computer 
readable media having stored thereon a data structure ("server") 
comprising : 

a first field comprising data representing account 
information of a client; (page 2, "Main View", specifically 
"Remote File Folders" and "User Profile" and "...the account 
username and password will be remain on record...") 

a second field comprising data representing package 
information regarding a file for transfer; (page 2, "Main View", 
specifically "Remote File Folders" including filenames such as 
^HomePage . zip' ; page 4, "Sending Files to other Filesanywhere 
Users or Email Users", specifically "First select a remote file 
on the left you wish to send. . .E-Send any remote file or local 
file to other FilesAnywhere users.") 

a third field comprising address information for an address 
to transfer a file; (page 2, "Main View", specifically "Remote 
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File Folders" and "User Profile" and "...the account username 
and password will be remain on record..."; page 4, "Sending 
Files to other Filesanywhere Users or Email Users", specifically 
"You will need the FilesAnywhere USERNAME of the intended 
recipient . ") 

a sixth field comprising download and/or upload information 
of a file, (page 4, "Sending Files to other Filesanywhere Users 
or Email Users", specifically "Click Send Files to view the 
sending options . " ) 

"Getting Started" does not expressly disclose a fourth 
field comprising a server site and a fifth field comprising a 
server list, however, "Getting Started" does disclose wherein a 
server contains storage as shown above and that the server is 
accessible through the Internet (page 1, specifically "Login to 
FilesAnywhere") . 

Examiner takes Official Notice (see MPEP § 2144.03) that 
storing a server site and a server list in a Internet accessible 
server was well known in the art at the time the invention was 
made. The Applicant is entitled to traverse any/all official 
notice taken in this action according to MPEP § 2144.03, namely, 
"if applicant traverses such an assertion, the examiner should 
cite a reference in support of his or her position" . However, 
MPEP § 2144.03 further states "See also In re Boon, 439 F.2d 
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724, 169 USPQ 231 (CCPA 1971) (a challenge to the taking of 
judicial notice must contain adequate information or argument to 
create on its face a reasonable doubt regarding the 
circumstances justifying the judicial notice)." Specifically, 
In re Boon, 169 USPQ 231, 234 states "as we held in Ahlert, an 
applicant must be given the opportunity to challenge either the 
correctness of the fact asserted or the notoriety or repute of 
the reference cited in support of the assertion. We did not 
mean to imply by this statement that a bald challenge, with 
nothing more, would be all that was needed". Further note that 
37 CFR § 1.671(c) (3) states "Judicial notice means official 
notice". Thus, a traversal by the Applicant that is merely "a 
bald challenge, with nothing more" will be given very little 
weight . 

2. Claims 23 and 37-38 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over "Getting Started" in view of "Request 
for Comments 959" ("RFC 959"). 

Regarding claim 23, "Getting Started" discloses the method 
according to claim 2 . 

"Getting Started" does not expressly disclose wherein said 
first client software includes file compression, archiving 
and/or packaging utilities, however, "RFC 959" does disclose 
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this limitation (page 23 and 24, section 3.4.3 "Compressed 
Mode") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "RFC 959" discloses that using file 
compression utilities to transfer data increases bandwidth for 
very large network transmissions (page 24 , section 3.4.3, 
specifically "Compressed mode is useful for obtaining increased 
bandwidth on very large network transmission..."). In view of 
these specific advantages and that the references are directed 
to transferring a file over a network, one of ordinary skill 
would have been motivated to combine these references and would 
have considered them to be analogous to one another based on 
their related fields of endeavor, which would lead one of 
ordinary skill to reasonably expect a successful combination of 
the teachings. 

Regarding claim 37, "Getting Started" discloses the method 
according to claim 2 . 

"Getting Started" does not disclose wherein uploading said 
file may be interrupted and resumed, however, "RFC 959" does 
disclose this limitation (page 4, specifically "data 
connection"; pages 24 and 25, section 3.5 "Error Recovery and 
Restart") . 
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It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "RFC 959" discloses that resuming an 
interrupted transfer of a file protects the receiver from 
failure of a sender or the network by allowing the resumption of 
the upload at the marked point agreed upon by the sender and 
receiver (pages 24 and 25, section 3.5 "Error Recovery and 
Restart", specifically "...a restart procedure (including 
failures of a host, and FTP-process, or the underlying 
network) In the event of a system failure, the user can 
restart the data transfer by identifying the marker point with 
the FTP restart procedure..."). In view of these specific 
advantages and that the references are directed to transferring 
a file over a network, one of ordinary skill would have been 
motivated to combine these references and would have considered 
them to be analogous to one another based on their related 
fields of endeavor, which would lead one of ordinary skill to 
reasonably expect a successful combination of the teachings. 

Regarding claim 38, "Getting Started" discloses the method 
according to claim 8. 

"Getting Started" discloses wherein downloading said file 
may be interrupted and resumed, however, "RFC 959" does disclose 
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this limitation (page 4, specifically "data connection"; ; ges 
24 and 25, section 3.5 "Error Recovery and Restart"). 

Claim 38 is rejected since the motivations regarding the 
obviousness of claim 37 also apply to claim 38. 
3. Claim 24 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over "Getting Started" and "Filesanywhere" as 
applied to claim 9 above, and further in view of "Request for 
Comments 959" ("RFC 959"). 

Regarding claim 24, "Getting Started" and "Filesanywhere" 
disclose the method according to claim 9. 

"Getting Started" and "Filesanywhere" do not disclose 
wherein said second client software includes file decompression, 
restoring and/or installing utilities, however, "RFC 959" does 
disclose this limitation (page 23 and 24, section 3.4.3 
"Compressed Mode") 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "RFC 959" discloses that using file 
compression utilities to transfer data increases bandwidth for 
very large network transmissions (page 24, section 3.4.3, 
specifically "Compressed mode is useful for obtaining increased 
bandwidth on very large network transmission..."). In view of 
these specific advantages and that the references are directed 
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to transferring a file over a network, one of ordinary skill 
would have been motivated to combine these references and would 
have considered them to be analogous to one another based on 
their related fields of endeavor, which would lead one of 
ordinary skill to reasonably expect a successful combination of 
the teachings. 

4. Claim 39 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over "Getting Started" in view of US Patent 6 289 
012 to Harrington et al . 

Regarding claim 39, "Getting Started" discloses the method 
according to claim 8 . 

"Getting Started" does not expressly . disclose wherein 
downloading said file from said server may be interrupted, and 
wherein resumption of downloading said file may be carried out 
on a second server, however, Harrington does disclose this 
limitation (column 3, lines 35-58; column 7, lines 40-63) . 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since Harrington discloses that resuming the 
transfer of data from another server allows the transfer to 
continue in case the original server is down (column 3, lines 
56-58; column 7, lines 59-63) . In view of these specific 
advantages and that the references are directed to transferring 



Application/Control Number: 09/930,812 Page 39 

Art Unit: 2143 

a file over a network, one of ordinary skill would have been 
motivated to combine these references and would have considered 
them to be analogous to one another based on their related 
fields of endeavor, which would lead one of ordinary skill to 
reasonably expect a successful combination of the teachings. 
5. Claim 45 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over "Getting Started" in view of "Hotmail". 

Regarding claim 45, "Getting Started" discloses a graphical 
user interface (page 2, "FilesAnywhere Main View") for a first 
client computer system having a selection device, said graphical 
user interface comprising: 

a user login component for logging a client onto a website 
for a server; (page 1, specifically "Login to Filesanywhere") 

a client browsing component for browsing the internet; 
("web browser") 

a file transfer component for forwarding a file to a second 
client; (page 2, "FilesAnywhere Main View", specifically "Upload 
Local File"; page 2 and 3, "Uploading Files To Your 
FilesAnywhere Drive"; page 4, "Sending Files to other 
Filesanywhere Users or Email Users") 

a tracking component for retrieving tracking information 
for tracking said file forwarded to said second client; (page 4, 
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specifically "get immediate confirmed delivery of transferred 
files") ; and 

an account information component for retrieving account 
information related to said first client and/or said second 
client, (page 2, "FilesAnywhere Main View", specif ically "User 
Profile") 

"Getting Started" does not disclose an address book 
component storing and retrieving an address of said second 
client, however, "Getting Started" does disclose using an 
address of the second client (page 4, "Sending Files to other 
Filesanywhere Users or Email Users", specifically "You will need 
the FilesAnywhere USERNAME of the intended recipient") 

"Hotmail" discloses an address book component storing and 
retrieving an address of said second client (page 3) . 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to combine the teachings 
of these references since "Hotmail" discloses that using an 
address book to store and retrieve an address of a second client 
enables the user to send a file to a second client of his or her 
choosing (page 3, specifically "Hotmail has an easy to use 
function for adding Email addresses to your personal Address 
Book") . In view of these specific advantages and that the 
references are directed to using addresses of clients to forward 
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files on a website, one of ordinary skill would have been 
motivated to combine these references and would have considered 
them to be analogous to one another based on their related 
fields of endeavor, which would lead one of ordinary skill to 
reasonably expect a successful combination of the teachings. 

Conclusion 

The prior art made of record and not relied upon is 
considered pertinent to applicants disclosure. 

The following prior art teaches the state of the art in 
" transferring files over a network including using a website to 
effect the transfer: 
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US Patent 6 850 911 to Huether; 

US Patent Application Publication 2003/0014477 to 
Oppenheimer et al . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is (571) 272-3918. The 
examiner can normally be reached on Monday through Friday from 
9AM to 5:30PM Eastern. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley can be 
reached on (571) 272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300 . 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 

9 

information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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